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Fed. Circ. Limits 'Common Sense' In Obviousness Analysis 

Law360, (September 9, 2016)   

On Aug. 10, 2016, the Federal Circuit tightened the usage of common 
sense and in doing so clarified the criteria for applying it in an 
obviousness determination. Arendi SARL v. Apple Inc., Google Inc., 
Motorola Mobility LLC, 2016 WL 4205964, at *4 (Fed. Cir. Aug. 10, 
2016). The narrowing of the application of common sense could be taken 
as a response by the Federal Circuit to limit the number of claims 
invalidated by the Patent Trial and Appeal Board during post-grant 
reviews. 
 
Apple and the other appellees were sued for infringement of U.S. Patent 
No. 7,917,843 (’843 patent). The ‘843 patent covers software that 
executes a first process within a first program which analyzes information 
in the first program, such as a telephone number. A simultaneous search 
is conducted by a second computer process using at least part of the 
information from the first program in order to find related information. See 
Abstract, ‘843 patent. One example would be to highlight a name in the first program (i.e., a 
word processing) and execute the process. Id. at Col. 4:25-30. The second process 
simultaneously runs a search on that name. Id. The second search might turn up an address 
that can be associated with that name, and the address can be added to the first information 
record. Id. at Col. 4:51-55. If there is more than one address, the results are displayed in the 
second process’s window and the user can select the correct secondary information record to 
associate with the original name. Id. at Col. 4:46-51. 
 
The appellees responded to the complaint by filing a petition requesting an inter parties 
review of the ‘843 claims, at which point the PTAB agreed and instituted an IPR. In the 
proceeding, the appellees alleged that a single reference (Pandit, U.S. Patent No. 5,859,636) 
contained all but one limitation of the representative claim, which was known and used at the 
time of the invention. The only evidence offered to support the claim that the element missing 
from Pandit was known at the time of the invention was the appellees’ expert’s testimony that it 
was common sense. 
 
Specifically, Pandit teaches recognizing different types of text in a document and making 
suggestions based on the text. Pandit, Abstract. One embodiment teaches that a user can 
highlight a telephone number, and the program then provides options to dial the number, add 
the number to an address book, or send a fax. Id. at Fig. 1e, 1f. The appellees that in the 
embodiment where a number was added to an address book, it would be common sense for the 
program to first run a search for duplicate entries prior to adding the number. This search for a 
duplicate would meet the limitations of the representative claim of the ‘843 patent thus 
invalidating the claims based upon an obviousness finding. 
 
The PTAB agreed and invalidated the claims, finding that it would be “reasonable to presume, 
as a matter of common sense, that the reference would necessarily contain the missing 
limitation.” Arendi, 2016 WL 4205964, at 3. 
 
The Federal Circuit, under the substantial evidence standard, reversed the PTAB decision. Id. at 
8-9. The court first clarified the use of common sense in an obviousness analysis, and 
highlighted three guideposts to follow. First, common sense is most often invoked to provide a 
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motivation to combine prior art. Id. at 4. Second, where common sense is used to supply the 
missing limitation, the limitation must be simple and straightforward. Id. at 5. Third, regardless of 
the manner, common sense “cannot be used as a wholesale substitute for reasoned analysis 
and evidentiary support.” Id. Moreover, “a conclusory assertion from a third party about general 
knowledge in the art without evidence on the record, particularly where it is an important 
structural limitation that is not evidently and indisputably within the common knowledge of those 
skilled in the art is not sufficient substantial evidence to support the PTAB’s finding.” Id. 
 
Applying the guideposts, the court generally agreed that the broader notions of the ‘843 patent 
were disclosed in the reference and the appellees’ expert testimony. However, there was no 
substantial evidence (and only attorney argument) to show why it would be common sense to 
extrapolate from this general knowledge, and add explicitly the “key” missing limitation. Id. at 7. 
 
The court concluded by stating: “Because the Board’s presumption that adding a search for 
phone numbers to Pandit would be ‘common sense’ was conclusory and unsupported by 
substantial evidence, the missing limitation is not a ‘peripheral’ one, and there is nothing in the 
record to support the Board’s conclusion that supplying the missing limitation would be obvious 
to one of skill in the art, we reverse the Board’s finding of unpatentability.” Id. at 9. 
 
The Arendi decision provides a measure of guidance for litigators on both sides. From the 
patent holder’s perspective, common sense cannot supplement reasoned analytics and 
substantial evidence. Even though the “use of common sense does not require a ‘specific hint or 
suggestion in a particular reference,’ only a reasoned explanation that avoids conclusory 
generalizations” will be permitted. Id. at 8. Importantly, the appellant’s brief attacked the general 
statements and conclusions offered by the appellant’s expert. Specifically, the appellant 
highlighted the flaw in the expert’s conclusion that searches for “data entries” were synonymous 
with searches for duplicate telephone numbers without ever stating as much. The Federal 
Circuit seized on these generalities, calling them “conclusory statements and unspecific expert 
testimony.” Moreover, the appellant was able to provide specific concrete examples of how the 
appellees’ argument fails when it is more specifically applied. 
 
The successful road map provided by the appellees is two parts: First, attack the generalities of 
the opposing parties’ argument, specifically the link between the generalities and the common 
sense conclusion. Second, highlight your own evidence used to contradict the conclusion and 
link used to reach the common sense conclusion. The court in Arendi incorporated this 
contradictory evidence directly into its opinion in order to highlight the failures in the appellees’ 
“conclusory statements and unspecific expert testimony.” 
 
From a petitioner’s perspective, the court has cemented the use of common sense to supply a 
missing element, and provided a detailed roadmap for its usage. In this instance, the appellees’ 
arguments were undone by the example offered by the expert. As discussed above, the expert’s 
argument regarding the general duplicate entries was immediately refuted by simply changing 
entries to telephone numbers and demonstrating how the search features would not function 
properly. While this in itself was not fatal, the appellees compounded the issue by failing to 
provide additional factual support for the conclusion that common sense element could be easily 
extrapolated from the prior art teachings. Without the additional factual support, the PTAB’s 
conclusion, while not entirely inaccurate, lacked the substantial evidence needed to support the 
decision. 
 
The standards for institution of review, invalidation of a patent during review, and appeal of a 
final decision still provide an advantage for petitioners. However, Arendi serves as a warning 
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that petitioners may not rely on the PTAB to fill in gaps for them. Petitioners must ensure the 
record is complete with sufficient evidence, testimony and, most importantly, reasoned analysis. 
When that analysis relies on common sense, it must include details of the general knowledge in 
the art, and adequately demonstrate why the addition of the missing element would be common 
sense. 
 
—By Steven Caloiaro and Adam Yowell, Brownstein Hyatt Farber Schreck LLP 
 
Steven Caloiaro and Adam Yowell are associates in Brownstein Hyatt’s Reno, Nevada, office. 
 
The opinions expressed are those of the author(s) and do not necessarily reflect the views of 
the firm, its clients, or Portfolio Media Inc., or any of its or their respective affiliates. This article 
is for general information purposes and is not intended to be and should not be taken as legal 
advice.  
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