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Polaris And The Return Of The Utility Requirement 

Law360, (April 9, 2018)  

For the vast majority of the 1952 Patent Act’s history, the requirement that 
an invention possess “utility” has been such a low bar as to effectively be 
nonexistent. “Utility” is generally satisfied if the invention actually can 
function — an inquiry co-opted from the enablement requirement. What that 
function is, and whether that function has any actual benefit, is of no 
importance.[1] 
 
Unless, that is, you’re talking about an obviousness analysis. For example, 
the recent Federal Circuit opinion in Polaris Industries Inc. v. Arctic Cat 
Inc.[2] affirmed the Patent Trial and Appeal Board's invalidation of most of 
Polaris’ side-by-side ATV claims, while vacating the invalidation on a few 
dependent claims that required a fuel tank under the seat. Briefly, Polaris 
argued on those dependent claims that a person having ordinary skill in the 
art (PHOSITA) would not be motivated to include a fuel tank under the seat of 
an ATV because it would raise the seating area and center of gravity, 
creating an increased risk of roll-over. So far, so good. 
 
Except, by requiring a fuel tank under the seat, the claims of Polaris’ patent 
have the same increased risk of roll-over, as the claims didn’t purport to offer 
a solution to that problem. That was the unintended point of the argument, 
therefore creating an interesting dilemma. A combination of references for 
obviousness is rejected because it creates an undesirable characteristic, on 
the grounds of lack of motivation and/or teaching away. A patent claim, 
however, creates those same undesirable characteristics and is still 
patentable. In other words, a PHOSITA for obviousness is held to a higher 
and inconsistent standard from that of the inventor for utility. Whether this is a 
problem or an appropriate benefit of the presumption of validity is debatable. 
 
More troubling is the court’s reliance on J.T. Eaton & Co. v. Atlantic Paste & Glue Co.,[3] 
which allows a presumption of nexus for purposes of commercial success when a 
successful product is the claimed invention. Bear in mind, the court has already upheld the 
invalidation of the independent claims and has agreed that the prior art discloses a side-by-
side configuration. And, as stated in J.T. Eaton, “the asserted commercial success of the 
product must be due to the merits of the claimed invention beyond what was readily 
available in the prior art.” That leaves only the fuel tank under the seat as the purported 
patented improvement. 
 
So to come full circle now, the court’s decision holds that a PHOSITA would not make an 
illogical and dangerous modification to ATV design, and then immediately holds that the 
inventor’s very same illogical and dangerous modification is the presumptive driving force of 
sales for an entire side-by-side ATV. Even here, there is potential to resolve this conflict 
through unexpected results, and by nature that doctrine almost always involves situations 
that superficially were dead ends. Again, however, there is a complete lack of any 
remediation for the known problems of the patented configuration or any surprising benefits. 
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Read more fairly, the critical language in J.T. Eaton is that the product at issue “is” the 
patented invention. As the litany of smartphone damages cases has demonstrated, there is 
a distinct difference between a patented invention being a part of a product, and being “the” 
product. This distinction appears to have been missed by the Arctic Cat panel because the 
claimed invention was directed to a modest improvement on established ATV designs. This 
apparent oversight may be fundamentally to blame for the incongruent result in which the 
basis for nonobviousness (a dangerous but otherwise minor modification) became the 
presumed reason for the commercial success for an entire vehicle. 
 
Of course, it would be easy to be dismissive of the Arctic Cat case, and file it away in the 
anomaly bin. Nevertheless, there is unquestionably growing tensions between requiring 
utility from a combination of references that was not a required utility of the claimed 
invention itself, and also how utility relates to the presumption of commercial success in the 
nexus requirement. This tension has existed from the inception of the teaching-suggestion-
motivation test, and was not alleviated by KSR. 
 
These authors believe the utility requirement is a drastically underused provision, and 
perhaps the tension highlighted in Arctic Cat will prove the impetus needed to brush the 
dust off of the utility requirement in future cases. After all, 35 U.S.C. 101 requires that an 
invention be “new and useful.” The current litigation climate has shown that there is gold to 
be mined in forgotten doctrines, from Section 101 to customer suit exceptions to the Kessler 
doctrine. 
 
Moreover, the developed utility requirement doctrine in pharma cases seems to make a lot 
of sense. Basically, there must be specific and substantial utility. There is some confusion 
over whether these are distinct requirements, but a reasonably accurate summary is that 
the claimed invention must have a purpose, and that in fulfilling that purpose the public is 
benefited. Mind, benefited in this context is broadly construed, and is actually quite 
analogous to the economists’ definition of utility. In other words, developing a process to 
make vomit-flavored jelly beans[4] has utility, in the economic sense. The fact that such a 
thing is an abomination and will basically only be purchased for pranks and poor life choices 
is irrelevant to the utility requirement. 
 
Applied to this case, it seems our hypothetically reinvigorated utility requirement would have 
the intended effect. It is difficult to see how a disadvantageous design adds anything useful, 
even under the economists’ definition of useful. And maybe the fuel tank under the seat 
does offer some engineering benefits we’re missing. But in such case the patent owner 
should be held to its representations, and fair consideration must be given to whether a 
PHOSITA would have also known about those engineering benefits. If not out of a concern 
for fairness and reason, then at least so decisions like the one in Polaris can be written, and 
read, with a straight face. 
—By Michael Rounds and Adam Yowell, Brownstein Hyatt Farber Schreck LLP 
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of the firm, its clients, or Portfolio Media Inc., or any of its or their respective affiliates. This 
article is for general information purposes and is not intended to be and should not be taken 
as legal advice. 
 
[1] There is an exception for pharmaceutical patents, which do require an actual benefit. 
See Brenner v. Manson, 383 U.S. 519 (1966); MPEP Section 2107. 
 
[2] Polaris Industries Inc. v. Arctic Cat Inc., 882 F.3d 1056 (Fed. Cir. 2018) 
 
[3] J.T. Eaton & Co. v. Atl. Paste & Glue Co., 106 F.3d 1563 (Fed. Cir. 1997) 
 
[2] Actually a real thing, unfortunately. https://en.wikipedia.org/wiki/Jelly_Belly#Jelly_beans. 
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